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1. A request for continued examination under 37 CFR 1.114, 
including the fee set forth in 37 CFR 1.17(e), was filed in this 
application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the 
fee set forth in 37 CFR 1.17(e) has been timely paid, the 
finality of the previous Office action has been withdrawn 
pursuant to 37 CFR 1.114. Applicants' submission filed on 

May 16, 2006, has been entered. 

2. The examiner acknowledges the amendments to claims 1, 3, 4, 
and 7 and the cancellation of claims 2 and 6 set forth in the 
amendment filed on May 16, 2006. Claims 1, 3-5, and 7 are 
pending. 

3. The objection to the specification set forth in the office 
action mailed on Dec. 16, 2005, paragraph 4, has been withdrawn 
in response to the amended paragraph beginning at page 8, 

line 20, of the specification, set forth in the amendment filed 
on May 16, 2006. 

The rejection of claims 1, 2, and 4-6 under 35 U.S.C. 
102(e) over US 2005/0100807 Al (Yamazaki) , as evidenced by 
applicants' admissions I, set forth in the office action mailed 
on Dec. 16, 2005, paragraph 11, has been withdrawn. Applicants 
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have perfected their claim to foreign priority under 35 U.S.C. 
119 for the subject matter recited in instant claims 1, 4, 
and 5. The verified English-language translations of the 
priority documents Japanese Patent Applications 2003-053833 
(JP'833) and 2003-053834 (JP'834), which were filed on Mar. 16, 
2006, provide antecedent basis as set forth under 35 U.S.C. 112, 
first paragraph, for the subject matter recited in instant 
claim 1 and claims 4 and 5, respectively. Contrary to 
applicants' assertion that paragraph 0025 in the translation of 
JP'833 and paragraph 0027 in the translation of JP'834 provide 
antecedent basis for the "block polyester" recited in instant 
claims 1 and 4, respectively, the examiner notes that the 
description in paragraph 0046 in the translation of JP'833 and 
the description in paragraph 00048 in the translation of JP'834 
provide antecedent basis for the block polyester broadly recited 
in instant claims 1 and 4. Paragraph 004 6 in the translation of 
JP'833 and paragraph 0048 in the translation of JP'834 both 
state that the " [b] lock polyesters may have blocks other than 
the aforementioned crystalline blocks and amorphous blocks.'' 
Accordingly, Yamazaki is no longer prior art with respect to the 
subject matter recited instant claims 1, 4, and 5. 

The terminal disclaimer filed on May 16, 2006, disclaiming 
the terminal portion of any patent granted on this application 
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which would extend beyond the expiration date of US application 
Serial No. 10/787,147 has been reviewed and is accepted. The 
terminal disclaimer has been recorded. 

Accordingly, the rejections of under the judicially created 
doctrine of obviousness-type double patenting of claims 1, 2, 
and 4-6 over claims 1-8 of copending Application No. 10/787,147 
(Application' 147) , set forth in the office action mailed on 
Dec. 16, 2005, paragraphs 12 and 13, have been withdrawn. 

4. The following is a quotation of the second paragraph of 35 
U.S.C. 112: 

The specification shall conclude with one or more claims particularly 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention. 

5. Claims 3 and 7 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claims 3 and 7 are indefinite in the term " [ a ] n image 
forming system" because it is not clear what is meant by the 
term, which is not defined in the originally filed 
specification. Nor is there any disclosure in the specification 
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that a person having ordinary skill in the electrophotographic 
arts would readily understand what the term meant. 



6. The following is a quotation of the first paragraph of 35 
U.S.C. 112: 

The specification shall contain a written description of the invention, and 
of the manner and process of making and using it, in such full, clear, 
concise, and exact terms as to enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and 
use the same and shall set forth the best mode contemplated by the inventor 
of carrying out his invention. 



7. Claims 3 and 7 are rejected under 35 U.S.C. 112, first 
paragraph, as failing to comply with the written description 
requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor (s) , 
at the time the application was filed, had possession of the 
claimed invention . 

Instant claims 3 and 7 recite an "image forming system 
comprising an image-forming apparatus; and a toner . . ." 
(emphasis added) . 

The originally filed specification does not provide an 
adequate written description of such a system. The originally 
filed specification provides a description of image-forming 
apparatuses recited in instant claims 3 and 7, wherein those 
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apparatuses use the particular toners recited in instant 
claims 3 and 7, respectively. See, for example, the originally 
filed specification, page 6, line 12, to page 8, line 16. The 
originally filed specification states that the image forming 
apparatus "comprises at least: an image carrier ... a 
developing unit ... a transferring unit . . . and a fixing 
unit." There is no description of "an image forming system" as 
recited in the instant claims. The claim language "image 
forming system comprising ..." encompasses more than the 
originally described image forming apparatuses and the 
particular toners because it is open and therefore encompasses 
other non-described components, such as a box of paper or a 
human operator. 

8. Applicant's arguments filed on May 16, 2006, applicable to 
the 112 rejections set forth in paragraphs 5 and 7 above have 
been fully considered but they are not persuasive. 

Applicants assert that the "term 'image forming system' is 
not new matter since it merely renames the invention as a system 
comprising an image forming apparatus and toner . . . and since 
the term 'system,' which is defined as a group of interrelated, 
interactive or interdependent constitutes forming a complete 
whole or a functionally related group of elements . . . is to be 
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given its plain and ordinary meaning as would be understood by 
those of ordinary skill in the art." 

Applicants' assertion is not persuasive. For the reasons 
discussed in paragraph 7 above, the claim language "image 
forming system comprising . . . " is open and encompasses more 
than the originally described image forming apparatuses and the 
particular toners. In other words, the claim language is 
broader than the originally described image forming apparatus 
and toners. Thus, it is not merely a renaming of the originally 
described image forming apparatus and toners, as asserted by 
applicants . 

In addition, as discussed in paragraph 5 above, the 
originally filed specification does not provide any disclosure 
that would have led a person having ordinary skill in the 
electrographic art to readily determine what is meant by the 
term "image forming system." Furthermore, applicants have not 
provided a copy of their source for their definition of the term 
"system. " Moreover, for the reasons discussed above, the term 
"image-forming system" is not merely a renaming of the 
originally disclosed image forming apparatuses and toners; it is 
broader than the combination of the two described components. 

To overcome the rejections, the examiner suggests that 
applicants amend claims 3 and 7 such that the claim language 
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reads "An image forming apparatus comprising ... a developing 
unit containing a toner , wherein the developing unit develops 
the electrostatic latent image on the image carrier to form a 
toner image by the toner . . . and the toner is the toner 
according to claim . . . " (emphasis added) . The suggested 
claim language provides a positive recitation that the toner is 
part of the image forming apparatus and the structural 
relationship between the toner and the apparatus; and is fully 
supported by the original disclosure. 

9. The text of those sections of Title 35, U.S. Code not 
included in this action can be found in a prior Office action. 

10. Claims 1, 4, and 5 are rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as 
obvious over WO 02/084408 Al (Matsumura) , as evidenced by 
applicants' admissions at page 5, lines 2-9 and 14-19, page 44, 
lines 18-25, page 76, lines 1-12, page 77, lines 1-5, 7-9, 
11-14, 16-17, and 20-22, page 88, lines 1-12, page 88, line 25, 
to page 89, line 12, and page 90, lines 5-6, 12-13, and 20-21, 
of the originally filed specification; and Tables 1A and IB at 
pages 75 and 87, respectively, of the originally filed 
specification (applicants' admission I) . 
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US 2004/0132920 Al (US'920), filed under 35 U.S.C. 371, is 
the national stage of the WO application of Matsumura, and 
therefore is presumed to be an accurate English-language 
translation of the WO application of Matsumura. 35 USC 
371(c)(2), 372(b), and 365(c). See US'920, the translation of 
Matsumura, for cites. 

Matsumura discloses a toner comprising 100 parts by weight 
of toner particles comprising a polyester binder resin and a 
colorant. The polyester binder resin comprises two components: 
(la) 15 parts by weight of a block polyester copolymer; and 
(2a) 85 parts by weight of a non-crystalline, i.e., amorphous 
polyester resin. US'920, paragraphs 0309-0310, and example 19 
at paragraphs 0311 and in Table 7 at page 28. The polyester 
binder resin meets the binder resin limitations recited in 
instant claims 1 and 4. Matsumura discloses that the binder 
resin is colorless and transparent. Table 7, example 19. 
According to Matsumura, when the block polyester copolymer (la) 
and the non-crystalline polyester resin (2a) are compatible, the 
resultant binder resin is colorless. US'920, paragraph 0139. 
Matsumura further discloses a fixing device which fixes an 
unfixed toner image on a recording medium where the toner image 
is formed from the toner in example 19 of Matsumura. US'920, 
paragraphs 0284-0285 and Table 7, example 19. 
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The Matsumura toner in example 19 does not comprise a 
release agent. However, according to the originally filed 
specification at page 44, lines 18-25, M [t]he binder resin which 
is used in the toner of the present invention is excellent in 
heat melt characteristics according to the molecular weight 
range, and a release agent is not necessary according to the 
viscoelastic characteristics in the fixing temperature range, 
but when a release agent is used, the amount is 4 parts by 
weight ... or less per 100 parts by weight of the binder 
resin, and preferably from 0 to 3 parts by weight 7 ' (emphasis 
added) . Thus, it appears that the release agent is an optional 
toner component. Accordingly, when given the broadest and 
reasonable interpretation consistent with the disclosure in the 
originally filed specification, a fair reading of the amount of 
"4 parts by weight or less per 100 parts by weight of the binder 
resin" in the recitation, "the toner contains a release agent in 
an amount of 4 parts by weight or less than 100 parts by weight 
of the binder resin, " would encompasses amounts from 4 to 
0 parts by weight of release agent. Therefore, the Matsumura 
toner meets the toner compositional limitations recited in 
instant claims 1, 4, and 5. 

Matsumura does not disclose that the toner has the storage 
modulus properties recited in instant claims 1, 4, and 5. 
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However, Matsumura discloses that the toner exhibits a low 
temperature fixability of 115°C, and a region of no offset 
between 105 to greater than 210°C, i.e., a minimum non-offset 
temperature of 105°C. Table 7, example 19. These properties 
appear to be the same properties sought by applicants. 

The originally filed specification at page 5, lines 2-9, 
discloses that an "object of a first aspect of the present 
invention . . . is to provide a toner which can effectively 
improve low temperature fixing stability and offset resistance 
of a toner by using dynamic viscoelastic characteristics more 
conformable for actual toner behavior in fixation by heating. 7 ' 
The originally filed specification at page 5, lines 14-19, 
discloses that another "object [of] a second aspect of the 
present invention . . . is to provide a toner which can 
effectively improve fixing stability and offset resistance to a 
toner by using dynamic viscoelastic characteristics more 
conformable to actual toner behavior in fixation by heating." 

The originally filed specification shows that in an oil- 
less fixing device, some toners that meet the storage modulus 
properties recited in instant claim 1 exhibited a low 
temperature offset and a "minimum temperature of good fixing 
rate" of 160°C or less; while other toners that meet the storage 
modulus properties recited in instant claim 1 exhibited a low 
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temperature offset and a "minimum temperature of good fixing 
rate" of "higher than 160°C and lower than 180°C." See Table 1A 
at page 75 of the originally filed specification, examples 1A 
through 3A and 6A; the originally filed specification, page 76, 
lines 1-12; and page 77, lines 1-5, 11-14, and 20-22. 

Toners that do not possess the storage modulus properties 
recited in instant claim 1 exhibited a low temperature offset 
and a "minimum temperature of good fixing rate" of 180°C or 
higher. See Table 1A, examples 5A and 7A; and page 7 6, 
lines 1-12; and page 77, lines 7-9 and 16-17. 

The originally filed specification also shows that some 
toners that meet the storage modulus limitations recited in 
instant claims 4 and 5 exhibited a hot offset temperature of 
200°C or higher and a "minimum temperature of good fixing rate" 
of 160°C or less; while other toners that meet the storage 
modulus limitations recited in instant claims 4 and 5 exhibited 
a hot offset temperature of "higher than 180°C and lower than 
200°C" and a "minimum temperature of good fixing rate" of 160°C 
or less. See Table IB at page 87 of the originally filed 
specification, examples 2B and 3B; page 88, lines 1-12; page 88, 
line 25, to page 89, line 2; and page 89, lines 7-10, and 16-18. 

A toner that does not possess the storage modulus 
limitations recited in instant claims 4 and 5 exhibited a hot 
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offset temperature of 200°C or higher and a "minimum temperature 
of good fixing rate" of 180°C or higher. See Table IB at 
page 87, example 5B; and page 89, lines 1-12; page 90, 
lines 5-6, 12-13, and 20-21. 

Thus, because the Matsumura toner meets the toner 
compositional limitations recited in the instant claims and 
because the Matsumura toner appears to provide the same 
properties sought by applicants, it is reasonable to presume 
that the Matsumura toner has the storage modulus properties 
recited in instant claims 1, 4, and 5. The burden is on 
applicants to prove otherwise. In re Fitzgerald , 205 USPQ 594 
(CCPA 1980) . 

11. Claims 3/(1) and 7/(4,5) are rejected under 35 U.S.C. 
103(a) as being unpatentable over US 6,748,192 B2 (Izawa) 
combined with Matsumura, as evidenced by applicants' 
admission I. 

US' 920, filed under 35 U.S.C. 371, is the national stage of 
the WO application of Matsumura, and therefore is presumed to be 
an accurate English-language translation of the WO application 
of Matsumura. 35 USC 371(c)(2), 372(b), and 365(c). See 
US 1 920 , the translation of Matsumura, for cites. 
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Izawa discloses an electrophotographic image forming 
apparatus that meets the structural components recited in 
instant claims 3 and 7, but for the particular toner. The 
apparatus shown in Fig. 1 comprises a photosensitive drum 1, 
i.e., an image carrier on which an electrostatic latent image is 
formed, a charging roller 2, an exposure unit 3, a developing 
unit 4 that comprises a toner, a transfer device 5, and a heat- 
pressure fixing unit 6. The heat-pressure fixing unit 6 
comprises a heating roller 10 and a pressure roller 20, which 
fixes a toner image to a recording medium. According to Izawa, 
the fixing unit is effective for oilless fixing. Figs. 1 and 2; 
col. 6, line 28, to col. 7, line 10; and col. 17, lines 57-58. 

Izawa does not exemplify the particular toners recited in 
the instant claims. However, Izawa does not limit the type of 
toner used. 

Matsumura discloses a toner as described in paragraph 10 
above, which is incorporated herein by reference. The Matsumura 
toner meets the toner compositional limitations and the storage 
modulus properties recited in instant claims 3/(1) and 7/(4,5). 
According to Matsumura, the toner exhibits excellent low- 
temperature fixation performance, high-temperature offset- 
resistance and anti-blocking performance. The toner also 
provides satisfactory color development. Paragraph 0016 and 
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Table 7, example 19. 

It would have been obvious for a person having ordinary 
skill in the art, in view of the teachings of Matsumura, to use 
the toner disclosed by Matsumura as the toner in the developing 
unit of the image forming apparatus disclosed by Izawa. That 
person would have had a reasonable expectation of successfully 
obtaining an electrophotographic image forming apparatus that is 
capable of forming toner images that have the properties 
disclosed by Matsumura. 

12. Applicant's arguments filed on May 16, 2006, applicable to 
the rejections over Matsumura set forth in paragraphs 10 and 11 
above have been fully considered but they are not persuasive. 

Applicants assert that claims 1 and 4 now include the 
limitations of now-cancelled claims 2 and 6, respectively, that 
were not rejected over Matsumura in the prior office action. 

However, for the reasons discussed in paragraph 10, the 
paragraph bridging pages 9 and 10, above, the broadest and 
reasonable reading of the release agent "amount of 4 parts by 
weight or less per 100 parts by weight of the binder resin" 
includes zero parts by weight of the release agent. Thus, the 
Matsumura toner meets the toner compositional limitations 
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recited in instant claims 1, 4, and 5. Accordingly, the 
rejections over Matsumura stand. 

13. Claims 3/1 and 7/(4,5) are rejected under 35 U.S.C. 102(e) 
as being anticipated by US 2005/0100807 Al (Yamazaki) , as 
evidenced by applicants' admissions I. 

The applied reference has a common assignee with the 
instant application. Based upon the earlier effective U.S. 
filing date of the reference, it constitutes prior art under 35 
U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be 
overcome either by a showing under 37 CFR 1.132 that any 
invention disclosed but not claimed in the reference was derived 
from the inventor of this application and is thus not the 
invention "by another, 7 ' or by an appropriate showing under 37 
CFR 1.131. 

Yamazaki discloses a toner comprising 100 parts by weight 
of a polyester binder resin, a colorant, and 2 parts by weight 
of carnauba wax, i.e., a release agent. See 

paragraphs 0383-0398; and example 11 at paragraph 0411 and in 
Table 1 at page 31. The polyester binder resin comprises two 
components: 15 parts by weight of polyester block copolymer B' ; 
and 85 parts by weight of amorphous polyester resin A. The 
amount of carnauba wax is within the releasing agent amount 
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recited in instant claims 3 and 7. The polyester binder resin 
meets the polyester binder resin limitations recited in instant 
claims 3 and 7. Yamazaki further discloses an image-forming 
apparatus that comprises a photosensitive drum 30, i.e., an 
image carrier on which an electrostatic latent image is formed, 
a charging device 40, an exposure device 50, developing units 
60Y, 60C, 60M, and 60K, intermediate transfer device 70, and a 
fixing unit 190. The fixing device comprises a fixing 
roller 210 and a pressing roller 220. Fig. 5, 
paragraphs 0307-0319. Yamazaki further discloses that the 
fixing unit comprises releasing members 310 and 320 for the 
fixing roller and the pressing roller. The releasing members 
comprise a resin sheet or a metal sheet, where the releasing 
member for the fixing roller is coated with a fluorocarbon 
resin. Figs. 7 and 8, and paragraphs 0324-0327 

Yamazaki does not explicitly disclose that the two rollers 
in the fixing unit are "oil-less" as recited in instant claims 3 
and 7. However, Yamazaki does not disclose that a release oil 
is applied to the fixing rollers. Nor does Yamazaki disclose 
that the fixing unit comprises a release oil applicator. Thus, 
it is reasonable to conclude that the Yamazaki fixing roller and 
the pressing roller are "oil-less" as recited in the instant 
claims. The burden is on applicants to prove otherwise. 
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Fitzgerald , supra . Accordingly, the structural components in 
the Yamazaki apparatus meet the structural components recited in 
instant claims 3 and 7. 

Yamazaki does not disclose that the toner has the storage 
modulus properties recited in instant claims 3 and 7/(4,5). 
However, Yamazaki discloses that in its fixing device, the toner 
exhibits good fixability for a temperature range of 120-210°C 
with no occurrence of offset. Yamazaki, paragraph 0437 and 
Table 3, example 11. These properties appear to be the same 
properties sought by applicants. 

The originally filed specification at page 5, lines 2-9, 
discloses that an "object of a first aspect of the present 
invention ... is to provide a toner which can effectively 
improve low temperature fixing stability and offset resistance 
of a toner by using dynamic viscoelastic characteristics more 
conformable for actual toner behavior in fixation by heating." 
The originally filed specification at page 5, lines 14-19, 
discloses that another "object [of] a second aspect of the 
present invention ... is to provide a toner which can 
effectively improve fixing stability and offset resistance to a 
toner by using dynamic viscoelastic characteristics more 
conformable to actual toner behavior in fixation by heating." 
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The discussion of applicants' admissions in paragraph 10 above 
is incorporated herein by reference. 

Thus, because the Yamazaki toner in example 11 of Yamazaki 
meets the toner compositional limitations recited in the instant 
claims and because the Yamazaki toner appears to provide the 
same properties sought by applicants, it is reasonable to 
presume that the Yamazaki toner in example 11 of Yamazaki has 
the storage modulus properties recited in instant claims 3 
and 7/(4,5). The burden is on applicants to prove otherwise. 
Fitzgerald , supra . 

Applicants' arguments filed on May 16, 2006, have been 
fully considered but they are not persuasive. 

Applicants assert that Yamazaki is not prior art to the 
subject matter recited in instant claims 3 and 7 because they 
have perfected their claim to foreign priority under 35 U.S.C. 
119 for the subject matter recited in instant claims 3 and 7. 
Applicants assert that the verified English-language 
translations of the priority documents Japanese Patent 
Applications 2003-053833 (JP'833) and 2003-053834 (JP'834), 
which were filed on Mar. 16, 2006, provide antecedent basis as 
set forth under 35 U.S.C. 112, first paragraph, for the subject 
matter recited in instant claims 3 and 7. 
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However, for the reasons discussed in paragraph 7 above 
regarding the lack of adequate written description for the 
"image forming system" recited in instant claims 3 and 7 in the 
originally filed specification, the verified translations of the 
JP'833 and JP'824 do not provide an adequate description of the 
"image forming system" recited in instant claims 3 and 7. 
Accordingly, applicants have not perfected their claim to 
foreign priority for the subject matter recited in instant 
claims 3 and 7. Yamazaki remains as prior art with respect to 
the subject matter recited in instant claims 3 and 7. The 
rejection of claims 3 and 7 over Yamazaki above stands. 



14. Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Janis L. 
Dote whose telephone number is (571) 272-1382. The examiner can 
normally be reached Monday through Friday. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's acting supervisor, Mr. Nam Nguyen, 
can be reached on (571) 272-1342. The central fax phone number 
is (571) 273-8300. 

Any inquiry regarding papers not received regarding this 
communication or earlier communications should be directed to 
Supervisory Application Examiner Ms. Claudia Sullivan, whose 
telephone number is (571) 272-1052. 

Information regarding the status of an application may be 
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